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DETAILED ACTION 
Election/Restrictions 
Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are 
not so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 1-9, drawn to Process using intermediate V. 
Group II, claim (s) 10-13, drawn to process using intermediate VIII. 
Group III, claim(s) 14-18, drawn to Process using intermediate XII. 

The inventions listed as Groups I -III do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: The sole commonality is 
the final product, a compound which the spec notes in the first paragraph is not novel. 
Hence, this feature cannot establish unity. 

It should be noted that each group also has special technical feature not existing in 
the other groups. In Group I, it is the thiourea cyclizationl In Group II it is the 
quaternizationl in Group III it is the reaction of a thiazole reagent. 

Restriction for examination purposes as indicated is proper because all these 

inventions listed in this action are independent or distinct for the reasons given above and 

there would be a serious search and examination burden if restriction were not required 

because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 
different classification; 
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(b) the inventions have acquired a separate status in the art due to their recognized 

divergent subject matter; 

(c) the inventions require a different field of search (for example, searching different 

classes/subclasses or electronic resources, or employing different search 
queries); 

(d) the prior art applicable to one invention would not likely be applicable to another 

invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 

101 and/or 35 U.S.C. 112, first paragraph. 

In this case, e.g. (e) clearly applies. 

Applicant is advised that the reply to this requirement to be complete must include 
(0 an election of a invention to be examined even though the requirement may be traversed 
(37 CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election shall 
be treated as an election without traverse. Traversal must be presented at the time of 
election in order to be considered timely. Failure to timely traverse the requirement will 
result in the loss of right to petition under 37 CFR 1.144. If claims are added after the 
election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these claims 
are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing 
the inventions to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions unpatentable over the prior art, 
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the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other 
invention. 

During a telephone conversation with John Thallemer on 2/5/08 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-9. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 10-18 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), 
as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one or 
more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by a 
request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(0. 

Claim Rejections - 35 USC§ 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the invention 
thereof by the applicant for a patent. 

(e) the invention was described in (l) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by another 
filed in the United States before the invention by the applicant for patent, except 
that an international application filed under the treaty defined in section 351(a) 
shall have the effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 
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Claims 1-2, 4, 8-9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
20050043531. 

Note that the reference has a 102(e) date of 10/17/2003. None of the three foreign 
priority documents has a translation provided for it. If applicants submit foreign priority 
documents for purposes of overcoming any art rejection, applicants must point out where 
specifically in these the rejected claims find descriptive support. 

Step C of example 1 gives the condensation (using the acid chloride of III, as set 
forth in claim 8) produces the compound as the hydrochloride salt, see third from last line 
of paragraph 0033. The thiourea cyclization is done in stage-Ill. 

With regard to claim 9, the use of concentrated HC1 (paragraph 0039) would provide 
the ion exchange. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 3, 5-7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
20050043531. 

Claim 3 calls for the iodide, whereas the actual example uses the chloride. However, 
the iodide is taught as an alternative at paragraph 0015, line 1, and thus this minor 
variation would be obvious. 
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Similarly, claim 5 calls for Y=X=C1, whereas the actual species of the reference is 
Y=Br, X=C1. This exact equivalence is taught in paragraph 0016. 

Applicants' attention is called to 20050080070. Applicants may wish to comment on 
whether or not applicants believe that there is interfering subject matter present. 

Specification 

Page 11, line 22 has the wrong word; probably "betaine" is intended. 

Information Disclosure Statement 

The information disclosure statement filed 10/12/2005 fails to comply with 37 CFR 
1.98(a)(2), which requires a legible copy of each cited foreign patent document; each non- 
patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered, except for 
the US references. Copies of the Foreign and NPL documents must be provided. 

Claim Rejections - 35 USC§ 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which it 
is most nearly connected, to make and use the same and shall set forth the best 
mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 
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Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

1. Formula IIA is misdrawnl the minus charge is placed inside the bond between O and 
Carbon. 

2. Likewise, the plus charge in I is wrongly placed. 

3. It is impossible to tell exactly what claim 2 is drawn to. Does this require a step in 
which, say, the di-hydrochloride of IIB is converted into IIB? If so, where is such a 
process described? What does "respective" refer to? Note that there is no "formula II" 
p[er se, just IIA and IIB. The claim needs to be written as a regular step so one can tell 
exactly what is being converted into what and by what means. 

4. The second compound in claim 4 is misnamed. If it is named as "dihydrochloridie", then 
the 2 substituent is "carboxylato", not "carboxy". That is, the compound appears to be 
Formula II A in which n=2. 

5. Claim 5 must have Formula V placed in the claim. Note that this is an independent 
claim. 

6. The dependency of claim 9 on claim 5 makes no sense. Claim 5 is not a process claim. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Mark L. Berch/ whose telephone number is 571-272-0663. 
The examiner can normally be reached on M-F 7=15 - 3=45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on (571)272-0661. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

/Mark L. Berch/ 
Primary Examiner 
Art Unit 1624 
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